TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore COHEN, MElI STER and McQUADE, Adm nistrative Patent
Judges.

IVElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

Don B. Wafer (the appellant) appeals fromthe fina
rejection of clainms 1, 8, 17 and 22. dains 2-7, 9-16, 18-21,
23 and 24, the only other clains present in the application,

stand wi thdrawn from further consideration by the exam ner

! Application for patent filed October 6, 1995.
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under the provisions of 37 CFR 8 1.142(b) as being directed to
a nonel ected invention.

W AFFI RM- | N- PART.

The appellant's invention pertains to a system for
sealing a well head that includes a well head housing, a
wel | head connector and an annul arly di sposed seal ring.

I ndependent claim1 is further illustrative of the appeal ed
subject matter and a copy thereof may be found in the appendi x
to the appellant’'s brief.

The reference relied on by the exam ner is:

Szyntzak 5,039, 140 Aug. 13,

1991

Clains 1, 8, 17 and 22 stand rejected under 35 U S. C.
8§ 102(b) as being anticipated by Szyntzak.

The rejection is explained on pages 2 and 3 of the fina
rejection. The argunents of the appellant and exam ner in
support of their respective positions nmay be found on pages 4-

6 of the brief and pages 4-7 of the answer.

OPI NI ON
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As a prelimnary nmatter, we base our understandi ng of the
appeal ed subject matter upon the following interpretation of
the term nol ogy appearing in the clains. In the last two
lines of claim?22 (as they appear in the appendix to the
brief) we interpret "said primary sealing surface" to be --
sai d secondary sealing surface --.

On page 4 of the brief the appellant states that clains
1, 17 and 22 will stand or fall together, but that claim8 is
distinctly patentable. Accordingly, clainms 1, 17 and 22 w ||
stand or fall with representative claiml, while claim8 w |
stand or fall by itself. 37 CFR 8§ 1.192(c)(7).

Considering first the rejection of clains 1, 17 and 22
under 35 U . S.C. 8§ 102(b) as being anticipated by Szyntzak, we
initially observe that anticipation by a prior art reference
does not require either the inventive concept of the clained
subject matter or the recognition of inherent properties that
may be possessed by the prior art reference. Verdegaal Bros.,
Inc. v. Union G| Co., 814 F.2d 628, 633, 2 USPQ2d 1051, 1054

(Fed. Cir. 1987), cert. denied, 484 U S. 827 (1987). A prior

art reference anticipates the subject nmatter of a clai mwhen
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that reference discloses, either expressly or under the
princi ples of inherency, each and every elenent of a clained
invention. RCA Corp. v. Applied Digital Data Systens, Inc.,
730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984). The
| aw of anticipation does not require that the reference teach
what the appellants are claimng, but only that the clains on
appeal "read on" sonething disclosed in the reference. Kal man
v. Kinmberly-Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789
(Fed. Cir. 1983). Additionally, it is well settled that if a
prior art device inherently possesses the capability of
functioning in the manner clained, anticipation exists
regardl ess of whether there was a recognition that it could be
used to performthe clained function. See In re Schrei ber,
128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431-32 (Fed. Cr. 1997).
See al so LaBounty Mg. v. Int’l Trade Conmin, 958 F.2d 1066,
1075, 22 USPQd 1025, 1032 (Fed. Cir. 1992).

Szyntzak di scloses a systemfor sealing a well head 12
(which has a primary sealing surface 36 and a secondary
sealing surface 38) during two different operating nodes. As

illustrated in Fig. 1, in Szyntzak's first operating node a
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bl owout preventer 11 (which has a sealing surface 48) is
attached to the well head utilizing a seal ring 52 that has a
sealing surface 58 (which is in sealing contact with the
sealing surface 48 on the bl owout preventer) and a sealing
surface 60 (which is in sealing contact the prinmary sealing
surface 36 on the well head). The secondary sealing surface
38 on the well head is apparently not used during the first
oper ati ng node.

As illustrated in Fig. 2, in Szyntzak's second operating
node a production tree 66 (which has a sealing surface 80) is
attached to the wellhead 11 utilizing a seal ring 86 that has
a sealing surface 110 (which is in sealing contact wth the
sealing surface 80 on the production tree) and a sealing
surface 112 (which is in sealing contact with the | ower
portion of the secondary sealing surface 38 on the well head).
The primary sealing surface 36 on the well head is apparently
not used in the second operating node. The exam ner considers
that portion of the surface 38 which is not in sealing contact
with the sealing surface 112 on seal ring 86 (i.e., the

surface between the area of sealing contact of the sealing
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surface 112 and the prinmary sealing surface 36) to be a
"reference surface" as set forth in representative claim1.

In view of the above, it is readily apparent that the
systemutilized by Szynczak in the second operating node is
readabl e on the structure recited in representative claim1l.
That is, as illustrated in Fig. 2 Szyntzak's system conpri ses
a wel | head housing 12, a primary sealing surface 36,2 a
reference surface (that portion of the surface 38 which is not
in sealing contact with the sealing surface 112 on seal ring
86), a secondary sealing surface (that portion of the surface
38 that does not have sealing contact with the sealing surface
112 on seal ring 86), a well head connector (production tree
66) having a sealing surface 80, a seal ring 86, a ring sea
surface 110 for sealing contact with connector sealing surface
80, an extension 100 extendi ng below the ring seal surface 110
and a sealing land 112 di sposed on the extension for sealing
contact with the secondary sealing surface.

The appel | ant argues that

2 Al though the primary sealing surface 36 is not utilized
by Szyntzak in the second operating node, there is no
requirenent in representative claim1l that the seal ring
cooperate with the primary sealing surface.

6



Appeal No. 98-2150
Application No. 08/539, 926

Szyntzak fails to disclose a well head housi ng whi ch
includes a reference surface in addition to the
primary and secondary sealing surfaces. As

di scussed above, this reference surface (14) is a
cylindrical surface which is used during production
of the well head housing as a reference for machining
both the primary sealing surface (12) and the
secondary sealing surface (16 or 18).

Such a separate surface is not disclosed in
Szyntzak. Rather, Szyntzak nerely discloses a
wel | head housing (12) having a sealing surface (36)
whi ch is engaged by the sealing surface (60) of a
first seal ring (52) during one node of his
i nvention, and a sealing surface (38) which is
engaged by the sealing surface (112) of another sea
ring (84) during another node of his invention (see
colum 3, lines 36-45; colum 4, lines 17-23).
Szyntzak does not disclose a separate reference
surface fromwhich sealing surfaces (36) and (38)
may be machined. [Brief, page 4.]

The appellant's argunents are not conmensurate in scope
with the subject nmatter defined by representative claiml.

As to the appellant's contention that Szyntzak does not
di scl ose a reference surface used for nmachining the primary
and secondary sealing surfaces, representative claim1l nerely
broadly recites a "reference surface" (w thout maki ng any
ref erence what soever to machining) and, giving this

term nol ogy its broadest reasonable interpretation,?® the

® The termnology in a pending application's clains is to
(continued. . .)
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reference surface could be for anything (e.g., sinply a
reference surface that defines an endpoint of the primary
seal ing surface and/or the secondary sealing surface).
Moreover, even if representative claiml did recite that the
ref erence surface was used "for machining the primry and
secondary sealing surfaces,” we nust point out that
representative claim1l is directed to a systemfor sealing,
and not to a nmethod of maki ng such a system Accordingly,
such a limtation would nerely be a statenent of intended use
whi ch woul d not patentably distinguish the subject matter
defined by representative claim1l over the teachings of
Szyntzak i nasnuch as Szyntzak's reference surface clearly
woul d have the capability of being used in such a nanner.

See, e.g., In re Schreiber, supra.

3(...continued)
be given its broadest reasonable interpretation (In re Mrris,
127 F.3d 1048, 1056, 44 USPQd 1023, 1028 (Fed. G r. 1997) and
Inre Zletz, 893 F.2d 319, 321, 13 USPQ@d 1320, 1322 (Fed.
Cir. 1989)) and |Iimtations froma pending application's
specification will not be read into the clainms (Sjolund v.
Musl and, 847 F.2d 1573, 1581-82, 6 USPQ@d 2020, 2027 (Fed.
Cir. 1988)).
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As to the appellant's contention that Szyntzak does not have a
"separate" reference surface, there is sinply nolimtation in
representative claim1 which woul d preclude Szyntzak's
arrangenent wherein the reference surface is a continuous

ext ensi on of the secondary sealing surface.*

In view of the foregoing, we will sustain the rejection
of clainms 1, 17 and 22 under 35 U S.C. 8 102(b) as being
antici pated by Szyntzak.

Turning to the rejection of claim8 under 35 U S.C. §
102(b) as being anticipated by Szynczak, the exam ner has the
initial burden of establishing a basis in fact and/or
techni cal reasoning to reasonably support the determ nation
that the allegedly inherent characteristic necessarily flows
fromthe teachings of the applied prior art. See Ex parte
Levy, 17 USPQRd 1461, 1463-64 (Bd. Pat. App. & Int. 1990).
Here, we do not find the exam ner has discharged that initia
bur den.

The answer states that

4 It is well settled that features not clained may not be
relied upon in support of patentability. Inre Self, 671 F.2d
1344, 1348, 213 USPQ 1, 5 ( CCPA 1982).

9



Appeal No. 98-2150
Application No. 08/539, 926

[W hile the disclosure of Szyntzak does not
specifically discuss a "lever point"s and a "nonent"”
t her eabout, since the structure of the housing,
connector and seal ring of Szyntzak are the [sic]

| i ke those of the clained present invention, the
nonent generated in the seal ring is considered to
be an inherent feature of the system . . . The
portion 34 of the well head housing acts as a "l ever
poi nt" which is in engagenent with the portion 30 of
the seal which the exam ner views as the "lever
contact point"® which is where the conpressive forces
are i nposed by the well head housing and the wel | head
connector. [Page 7, footnote added.]

We nmust point out, however, the "portion" 34 to which the
exam ner refers is a clanping shoul der or surface (see col. 3,
lines 6 and 7) which is directly opposed by a simlar clanping
shoul der or surface on either the bl owut preventer 16 or
production tree 66, which clanping structure would prevent the
surface 34 frombeing a | ever point as the exam ner suggests.
Mor eover, the structure of the housing, connector and sea
ring of Szyntzak are not "like" those of the appellant as the
exam ner states. As is evident fromFig. 4 of the appellant's

drawi ngs, the well head connector 21 (and ring seal surface

® W understand the recitation of "lever point" and
"l ever contact point" in claim8 to reference the cl ai ned
structure when considered in cross-section inasnuch as the
support upon which the appellant's "lever" turns extends about
the entire circunference of the well head when considering the
cl ai ned system as a whol e.

10
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15e) extends closer to the centerline 26 of the well head
housi ng than any opposing structure on the wel |l head housi ng,
thus generating a nonent in the secondary sealing ring 15. 1In
Szyntzak, however, the respective opposing structures extend
the sane distance fromthe centerline of the well head housi ng.
This being the case, the exam ner has not provided a
reasonabl e basis for concluding that a nonment is generated in
Szyntzak's seal ring. Inherency may not be established by
probabilities or possibilities. See In re Celrich, 666 F.2d
578, 581, 212 USPQ 323, 326 (CCPA 1981) and In re Rijckaert, 9
F.3d 1531, 1534, 28 USPQRd 1955, 1957 (Fed. Cr. 1993).

In light of the above, we will not sustain the rejection
of claim8 under 35 U S.C. 8 102(b) as being anticipated by
Szyntzak.

I n sunmary:

The rejection of clains 1, 17 and 22 under 35 U S. C
8§ 102(b) is affirned.

The rejection of claim8 under 35 U.S.C. § 102(b) is

rever sed.

11
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFlI RVED- | N- PART
| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JAMES M WMEI STER ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JOHN P. McQUADE )
Adm ni strative Patent Judge )
bae
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Henry C. Query, Jr.
FMC Cor porati on

Intellectual Property Law Dept.

1735 Market Street
Phi | adel phia, PA 19103

14



